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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

3. Claims 1-5 and 7-12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Nnadi (U.S. Pat. No. 4,025,452) in view of Papay (U.S. Pat. No. 5,652,201). 

In column 1 lines 6-12, Nnadi discloses a dispersant-viscosity improving additive 
for lubricant compositions, particularly lubricant oils and greases. In the structures in 
column 1 lines 36-50 and lines 62-67, and the text on lines 31-36 and 52-62, Nnadi 
describes the structure for the additive. The structure comprises 2+z aromatic 
heterocyclic moieties, and in column 1 lines 59-60 Nnadi discloses that z can be a 
whole number, leading to at least 3 aromatic heterocyclic moieties in the structure. The 
structures described in Claims 1 and 8 also contains at least 3 heterocyclic moieties. 
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The structure of Nnadi also comprises a linking group, as also recited in Claim 1 , and 
more specifically an ether linkage, as in Claims 5 and 12. The end groups B in the 
structure of Nnadi can be hydrogen, as can the T groups in the structures of Claims 1 
and 8. 

The aromatic heterocyclic moieties of Nnadi have a substituent A, which can be a 
hydrogen, amine, or alkyl groups, which are some of the acceptable substituents recited 
in Claims 1 and 8. 100% of the moieties have an A group, falling within the range of at 
least 60% recited in Claims 3 and 10. When A is an alkyl group, Nnadi teaches in 
column 2 line 10-1 1 that it preferably has a chain length from 1 to 100 carbon atoms, 
encompassing the range recited in Claims and 11. 

In column 2 lines 6-7, Nnadi discloses that the additive is used in an amount from 
about 0.5% to about 5% by weight in a lubricant composition, falling within the range 
recited in Claim 7. 

In column 5 lines 8-10 Nnadi discloses an embodiment where the molecular 
weight of the polyethylene oxide-polypropylene oxide linking group is about 1000, and z 
is equal to 0. The molecular weight of polyethylene oxide-polypropylene oxide is about 
102 (5*12+10*1+2*16), so there are about 10 polyethylene oxide-polypropylene oxide 
units in the linking group. Each unit contains 5 carbon atoms, so if the preparation is 
modified in accordance with column 1 line 55 so that A is a hydrogen, there are a total 
of 50 aliphatic carbon atoms in the additive, compared to 12 aromatic ring atoms, a ratio 
of about 4.17:1, falling within the ranges recited in Claims 2 and 9. 

Nnadi does not disclose a high molecular weight dispersant. 
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Papay discloses a lubricant composition comprising a dispersant-viscosity 
improver (column 46 lines 44-50), and a dispersant (columns 13-37). In column 28 lines 
25-31 (Example B-4), Papay discloses a dispersant made from polyisobutylene with a 
molecular weight of 1,710, falling within the defined by applicant on page 7 lines 24-27 
of the specification as forming a high molecular weight dispersant. The dispersant has a 
nitrogen content of 1.1%. In the first table in column 50, Papay discloses that the most 
preferred concentration for the dispersant (component b) in a lubricating composition is 
from 1 to 8%. The nitrogen content of the composition is therefore from 0.01 1 to 
0.088%, within the range recited in Claim 7. 

Claims 1-5 and 7-12 are therefore rendered obvious by the use of the high 
molecular weight dispersant of Papay in the oligomer-containing lubricant composition 
ofNnadi. 

4. Claims 6 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nnadi in view of Papay as applied to claims 1-5 and 7-12 above, and further in view of 
Dexter (U.S. Pat. No. 3, 1 56,690). 

The discussion of Nnadi in view of Papay in paragraph 3 above is incorporated 
here by reference. Nnadi in view of Papay discloses a lubricant composition comprising 
a triazine oligomer in accordance with Claim 1 . The oligomer of Nnadi does not include 
any of the linkage moieties recited in Claims 6 and 13. 

Dexter, in column 6 lines 25-33, discloses triazine units in an oligomer connected 
by a linking group X2-A-X1 . In column 6 lines 46-47 Dexter teaches that X1 and X 2 can 
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be sulfur, while lines 55 and 69-72 Dexter teaches that A is optional (n, m, and p can all 
be zero). When Xi and X2 are sulfur, and A is not present, the units are connected by an 
S 2 sulfur linkage, as in Claims 6 and 13. Dexter also teaches that A may be a diacyl 
linkage, albeit not the same ones as recited in Claims 6 and 13 due to the presence of 
X1 and X2. 

It would have been obvious to one of ordinary skill in the art to use the sulfur 
linking group of Dexter in the triazine oligomer of Nnadi, as Dexter teaches in column 8 
lines 54-61 that such compounds can stabilize oils against degradation. 

Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Lutwack (U.S. Pat. Nos. 3,206,407 and 3,309,345) also discloses aromatic 
heterocyclic oligomers for use in a lubricating composition. 

The references disclosed on the IDS submitted December 22, 2000 have been 
considered and made of record, in accordance with applicant's request. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James Goloboy whose telephone number is 571-272- 
2476. The examiner can normally be reached on M-F 8-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1 119. The fax phone 



Application/Control Number: 10/712,932 



Page 6 



Art Unit: 1714 

number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 





